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DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statements filed July 18, 2003 and December 17, 
2004 fail to comply with 37 CFR 1 .98(a)(2), which requires a legible copy of each cited 
foreign patent document; each non-patent literature publication or that portion which 
caused it to be listed; and all other information or that portion which caused it to be 
listed. It has been placed in the application file, but the information referred to therein 
has not been considered. 

Applicants should note that the examiner's copy of the application does not 
contain any of the foreign references cited in both of the above information disclosure 
statements. The examiner will consider these references if they are filed in response to 
this Office Action. 

Claim Objections 

2. . Claims 4, 5, 16 and 17 are objected to because of the following informalities: in 
claim 4, last line, the phrase "and where in Ri is C; R 2 and R 3 are CN; R 5 is S0 3 ; and R4 
and R 6 are IT should be deleted since there are no substituents RrRe present in the 
formula; in claim 5, last line, the phrase "and where in is N; R 2 is H; R3 is COOH; R4 
is SO3; R5 is H and R6 is S03" should be deleted since there are no substituents R r R 6 
present in the formula; in claim 16, last line, the phrase "and where in R1 is C; R 2 and R3 
are CN; R 5 is S0 3 ; and R4 and R 6 are IT should be deleted since there are no 
substituents R1-R6 present in the formula and in claim 17, last line, the phrase "and 
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where in Ri is N; R 2 is H;R3 is COOH; Ft, is S0 3 ; Rs is H and Re is S03" should be 
deleted since there are no substituents R r R6 present in the formula. Appropriate 
correction is required. 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .1 30(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 1 -4, 6-1 6 and 1 8-23 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1 , 5, 
9-12, 16, 17, 22, 26, 30-33, 37 and 38 of copending Application No. 10/623,001 (US 
2005/001 1406). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the claims of the present application are 
generic to said patent claims and would be obvious thereby. 

This is a provisional obviousness-type double patenting rejection because the 



conflicting claims have not in fact been patented. 
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Claim Rejections - 35 USC § 102 



5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e)the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

6. Claims 1-3, 5-1 5 and 17-23 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Wright et al. (US 2004/0020405). 

Wright et al. teach a composition comprising (1 ) 1-99 parts by weight of one or 
more of a metal chelate compound of the formula 



wherein one of A and B is OH and the other is an azotriazole group of the formula 




B 



(S0 3 H) ) 
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wherein Z is H, -CN, -S0 3 H, C0 2 H or -S0 2 NR 2 R 3 , Y is H, -CN, -S0 3 H, C0 2 H or- 
S0 2 NR 2 R 3 and R 2 and R 3 are H; M is a metal such as nickel and n is 0-4 and (2) 99-1 
parts by weight of one or more water-soluble magenta dye other than the metal chelate 
compound such as Acid Red 52 or Acid Red 289 (i.e. rhodamine dye). The composition 
may contain a single metal chelate compound of the above formula or a mixture thereof. 
The composition may further contain a single water-soluble magenta dye or a mixture of 
two or more water-soluble magenta dyes. Wright et al. further teach an ink composition 
comprising 1-10 parts by weight of the above composition and a liquid medium wherein 
the liquid medium comprises a mixture of 30-97 parts by weight water and 2-60 parts by 
weight of a water-soluble organic solvent. See paras. 0004-0014, paras. 0024-0030, 
para. 0037, para. 0045, paras. 0060-0065, paras. 0068-0071 , paras. 0073-0074, paras. 
0077-0083, paras. 0100-0103, examples 1, 7, 9 and 13, Tables I and II and claims 1-8 
and 11-14. The composition and the ink composition as taught by Wright et al. appear 
to anticipate the present claims. 

7. Claims 1, 6, 7, 9-13, 18, 19 and 21-23 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Wuzik et al. (US 2004/0074018). 

Wuzik et al. (US 2004/0074018) teach a magenta dye mixture consisting 
essentially of C.I. Acid Red 52 of the formula 
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,N(C 2 H S ) 2 




so 3 M 



wherein M is H or a monovalent cation (i.e. xanthene or rhodamine dye) and a 
compound of the formula (1 ) 



SChM 




Ml O 



N r =N 




'SO3M 



wherein Y is H, d-C 6 alkyl or Ci-C 6 alkoxy, R 1 is OM, CH=CH 2 , CH 2 CH 2 OR 2 , 
CH 2 CH 2 NR 3 R 4 , CH 2 CH 2 SR 5 or CH 2 CH 2 CR 6 R 7 R 8 , R 2 is H, S0 3 M or C r C 6 alkyl, R 3 and 
R 4 are H, CrC 6 alkyl, C1-C6 acyl, C 6 -Ci 0 aryl or halogen substituted C 6 -Cio aryl, R 5 is C1- 
C 6 alkyl, C1-C6 acyl, C6-C10 aryl or halogen substituted C6-C10 aryl, R 6 , R 7 and R 8 are H 
or C1-C6 alkyl, M is H or a monovalent cation and M1 is Cu, Ni, Cr or Fe (i.e. metalized 
azodye), in a weight ratio of 1:100 to 100:1. Wuzik etal. (US 2004/0074018) further 
teach an ink jet ink composition comprising 0.1-50% by weight of the above magenta 
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dye mixture, 0-20% by weight of a shading dye such as Acid Red 289, 0-99% by weight 
water and 0.5-99.5% by weight of an organic solvent or humectant. The amount of the 
Acid Red 52 in the ink composition is generally less than the amount of the metalized 
azo dye (see examples 6-8). See paras. 0009-0034, para. 0051 , paras. 0055-0056, 
paras. 0058-0060, examples 6-8 and claims 1-4, 7-9 and 11-15. The magenta dye 
mixture and the ink jet ink containing the dye mixture as taught by Wuzik et al. appear to 
anticipate the present claims. 

8. Claims 1, 6-13 and 18-23 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Wang et al . 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .1 32 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

Wang et al. teach a magenta ink jet in composition comprising 0.1-5% by weight 
of a rhodamine dye of the formula 
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R2 



wherein R1-R4 are H or hydrocarbon groups that may be substituted with ionic groups 
(i.e. sulfonate groups); X" is a suitable counterion; Y is H or an ionic group such as a 
sulfonate or carboxy group and Z is H or an ionic group such as a sulfonate or carboxy 
group such as Acid Red 52, Acid red 289 and Acid Red 388, 0.2-5% by weight of a 
metallized azo dye of the formula 



mo 3 so. 




so 3 m 



SOvM 



wherein M is Na + , K\ Li + or NH 4 + such as Reactive Red 23 and pacified Reactive Red 
23, 5-49% by weight of an organic solvent and/or humectant and 51-90% by weight 
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water. The ratio of the rhodamine dye to the metallized dye can be from about 1 :10 to 
10:1 . The rhodamine dye component may also be a mixture of Acid Red 52 and Acid 
Red 289 (i.e. shading dye) and the metallized azo dye compound may be a mixture of 
Reactive Red 23 and pacified Reactive Red 23. See col. 2, line 52 - col. 3, line 24, col. 
5, lines 1-55, col. 6, lines 1-45, col. 7, lines 30-40, col. 8, lines 10-61, col. 9, lines 10-50, 
examples 1-3; formulations #1B, #1C, #2B, #2C, #3B and #3C and claims 1-3. The 
magenta ink jet in composition as taught by Wang et al. appears to anticipate the 
present claims. 

9. Claims 1, 6, 7, 9-13, 18, 19 and 21-23 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Menzel et al. 

Menzel et al. ('067) teach a magenta dye mixture consisting essentially of C.I. 
Acid Red 289 of the formula 




wherein M is H or a monovalent cation (i.e. xanthene dye) and a compound of the 
formula (2) 
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X Y 

wherein X is S0 2 R 1 , Y is H, alkyl or alkoxy, R 1 is OH, CH=CH 2) CH 2 CH 2 OR 2 , 
CH 2 CH 2 NR 3 R 4 or CH 2 CH 2 SR 5 , R 2 is H, S0 3 M or C r C 6 alkyl, R 3 and R 4 are H, C r C 6 
alkyl, Ci-C 6 acyl, C6-C10 aryl or halogen substituted C6-C10 aryl, R 5 is CrC 6 alkyl, d-C 6 
acyl, C6-C10 aryl or halogen substituted C 6 -Cio aryl, M is H or a monovalent cation and 
M1 is Cu, Ni, Cr or Fe (i.e. metalized azo dye), in a weight ratio of 1:100 to 100:1. 
Menzel et al. ('067) further teach an ink jet ink composition comprising 0.1-50% by 
weight of the above magenta dye mixture, 0-20% by weight of a shading dye such as 
Acid Red 52, 0-99% by weight water and 0.5-99.5% by weight of an organic solvent or 
humectant. The amount of the Acid Red 289 in the ink composition is generally less 
than the amount of the metalized azo dye (see examples 3-5). See col. 2, line 22 - col. 
3, line 30, col. 4, lines 21 -51, col. 5, lines 4-30, examples 3-5 and claims 1-6, 10-15 and 
18. The magenta dye mixture and the ink jet ink containing the magenta dye mixture as 
taught by Menzel et al. ('067) appears to anticipate the present claims. 



Claim Rejections - 35 USC § 103 
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10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 1, 6, 7, 9-13, 18, 19 and 21-23 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Zimmer et al. 

Zimmer et al. teach a dye set comprising a magenta dye set comprising a 
xanthene dye (i.e. rhodamine dye) such as Acid Red 52, Acid Red 289 or mixtures 
thereof and a metallized azo dye of the formula 




so 3 M 

wherein M 1 is Cu, Ni, Fe or Cr and M is H, Na, Li, K or an ammonium ion such as 
Reactive Red 23 in a weight ratio of xanthene dye to metalized azo dye of from about 
1:10 to 1:1 . Zimmer et al. further teach a magenta ink jet ink composition comprising 
from about 0-2% by weight of a xanthene dye (i.e. rhodamine dye) such as Acid Red 
52, Acid Red 289 or mixtures thereof and 2-4% by weight of a metalized azo dye of the 
formula 
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SO^M 



wherein M 1 is Cu, Ni, Fe or Cr and M is H, Na, Li, K or an ammonium ion such as 
Reactive Red 23 in a weight ratio of xanthene dye to metalized azo dye of from about 
1 :10 to 1 :1 and an ink vehicle wherein the ink vehicle comprises 25-99.9% by weight 
water, a water-soluble organic solvent and optionally a surfactant. See col. 1 , line 60 - 
col. 2, line 26, col. 2, line 65 - col. 3, line 33, col. 3, line 64 - col. 4, line 27, col. 6, lines 
24-62, col. 11, lines 34-45, col. 12, lines 44-49, col. 13, lines 8-53, examples 1-3 and 
claims 1, 3, 5-8, 13 and 15-19. Zimmer et al. fails to specifically exemplify the use of a 
nickel-containing metallized azo dye as claimed by applicants. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
use the specific nickel-containing metallized azo dye as claimed by applicants as 
Zimmer et al. also discloses the use of these nickel-containing metallized azo dyes but 
fail to show an example incorporating them. 



Conclusion 
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The remaining references listed on forms 892 and 1449 have been reviewed by 
the examiner and are considered to be cumulative to or less material than the prior art 
references relied upon in the above rejections. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Helene Klemanski whose telephone number is (571) 
272-1370. The examiner can normally be reached on Monday-Friday 5:30-2:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). // / )//\ / 




Helene Klemanski 
Primary Examiner 
Art Unit 1755 



February 22, 2005 



